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Sirs: 

A. Petition and Fee 

The Applicants hereby petition to make this application special. This 
application has not received any examination by an Examiner. 

The Applicants hereby enclose a check in the amount of $130.00 for the 
petition fee required by 37 C.F.R. § 1.17(i). Furthermore, authorization is hereby 
granted to charge payment of any fees due under 37 C.F.R. § 1.16 and § 1.17 



I hereby certify that this correspondence is being deposited with the United States Postal Service as first 
class mail with sufficient postage/In an envelope addressed to the Assistant Commissioner for Patents, 
Washington, D. C. 20231 si I I r> - 




(Date of Deposit) 



(Typed or pointed name fcj oerson mailing correspondence) 
re of person mailing correspondence) 



associated with this communication or any future communication in this or any 
related application filed pursuant to 37 C.F.R. § 1.53 or credit any overpayment 
to Deposit Account No. 02-2666. 

B. Claims 

Either (1) all pending claims in this application are directed to a single 
invention, or (2) if the Office determines that all the claims are not obviously 
directed to a single invention, the Applicants will make an election without 
traverse in response to notification under the established telephone restriction 
practice. 

C. Pre-Examination Search 

A prior art search relating to claims of corresponding PCT patent 
application PCT/US00/31898, which claims correspond substantially to the 
claims of the present application, has been completed. A copy of the relevant 
PCT International Search Report (ISR) is attached. 

D. Copies of the References / Information Disclosure Statement 

Copies of the references identified in the ISR, along with a copy of the ISR 
itself, are enclosed. These references where disclosed to the USPTO in an 
Information Disclosure Form PTO-1449 filed in the present application on April 
23, 2001. The ISR report identifies three references, each of which is categorized 
as an "A" category document. Each of the following references is discussed 
below: US patent number 5,920,847 (hereinafter Rolling); US patent number 
6,070,150 (hereinafter Remington ); and US patent number 6,092,053 (hereinafter 
Boesch ). 
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E. Detailed Discussion of the References 

The Applicants submit the references identified in the ISR fail to anticipate 
any of the currently pending claims of the present application, as none of these 
references teaches every element of any of the independent claims. Specifically, 
the Applicants contend that each element of each of the independent claims is 
not either expressly or inherently described in any single one of the cited prior 
references. 

The Applicants contend that the references identified in the ISR further 
fail to support a prima facie case of obviousness as these references, individually 
or in combination, neither teach nor suggest all of the claim limitations or 
elements of each of the independent claims. Further, there is no teaching or 
suggestion in these references themselves, or in knowledge generally available to 
one skilled in the art, to modify the references or to combine the references to 
support an obviousness rejection of any one of the independent claims of the 
current application. 

Accordingly, the Applicants believe all pending claims to be allowable 
over the references cited in the ISR. 

The above contentions of the Applicants are supported by the ISR itself, 
which categorizes each of the cited references as being in the "A" category of the 
PCT special categories of cited documents. This indicates that the PCT searcher 
considered all references as defining the general state of the art, but not to be of 
particular relevance. 

The Applicants below provide a discussion of each of the references cited 
in the ISR, and point out how the claimed subject matter of the present 
application is patentable over these references. 

Considering claim 1 of the present application as an exemplary claim, this 
claim reads as follow: 
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"A method for payment of an invoice evidencing a payment obligation of 
a payer to a biller using a third-party intermediary, comprising: 

receiving at the intermediary a nonrepudiable commitment from 
the payer to pay an amount of an invoice that is directly authorized 
by the payer, wherein the commitment includes a payment date 
subsequent to such authorization; 

receiving from the biller a legally binding commitment to pay the 
amount of the invoice that is directly authorized by the payer to the 
intermediary if the payer does not pay the amount of the invoice to 
the intermediary; 

receiving at the intermediary directly from the payer an 
authorization to pay the amount of the invoice to the biller; 

after directly receiving the authorization, paying to the biller at 
least a substantial portion of the amount of the invoice; and 

subsequently collecting from the payer (or the payer's agent) the 
amount of the invoice/ 7 

The Applicants will below deal with each of the references identified in 
the ISR. 

1. US Patent number 5,920,847 (KoUing). Rolling discloses a bill payment 
system whereby a consumer is able to pay a bill to a participating biller thorough 
a payment network. To authorize a remittance the consumer transmits to a 
participating bank a bill pay order indicating, inter alia, a payment date, a 
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payment amount and source of funds. The bank then submits a payment 
message to a payment network which in turn forwards the payment message to 
the bank or biller. For settlement, the consumer's bank debits the consumer's 
account and is obligated to a net position with the payment network. The biller's 
bank receives a net position from the payment network, and credits the biller's 
bank account. 

If the consumer's bank agrees to send non-reversible payment messages, 
the consumer's bank does not submit the transaction until funds are good, unless 
the consumer's bank is willing to take the risk of loss if funds are not good, in the 
case of a guaranteed payment network, (see Abstract). 

Rolling provides no disclosure that can be considered anticiparty of a 
number of limitations of claim 1. For example, Rolling provides no disclosure of 
receiving, from a biller, a legally binding commitment to pay the amount of an 
invoice that is directly authorized by the payer to the intermediary, if the payer 
does not pay the amount of the invoice to the intermediary. 

For this reason alone, the Applicants contend that each element of claim 1 
is not expressly or inherently described in Rolling . 

2. US Patent number 6,070,150 ( Remington ). Remington describes a bill 
presentment and payment remittance system used over an electronic network 
(e.g., the Internet). A biller creates and submits a bill electronic transmission over 
the network to the consumer. The consumer authenticates that the bill did 
indeed come from the indicated biller. The consumer controls the payment 
authorization, specifying the amount to be paid (either partial or full), and the 
date for the payment to be made, and the account from which the money will be 
drawn. Payment instruction and remittance information are transmitted in a 
biller prescribed format back over network to the biller. The biller executes the 
payment instructions sent to it electronically by the consumer by sending them 
onto the biller's bank. (See Abstract 1). 
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Again, the Applicants contend that Remington does not expressly or 
inherently describe each element of independent claim 1. For example, 
Remington, as with Kolling, makes no mention of receiving, from a biller, a 
legally binding commitment to pay the amount of an invoice that is directly 
authorized by the payer to the intermediary, if the payer does not pay the 
amount of the invoice to the intermediary. 

For the above reason alone, each element of independent claim 1 is not 
expressly or inherently described in Remington . 

3. US Patent number 6,092,053 (Boesch). Boesch discusses a system for 
merchant invoked electronic commerce. The system includes a server having 
software that gathers purchasing information for a consumer to complete a 
purchasing transaction over a network. The system has a consumer data 
structure that stores purchasing information for registered consumers. This data 
structure can be accessed for the purposes of entering the consumer's purchasing 
information during subsequent purchases. Thus, the consumer does not have to 
enter the same information every time they purchase an item over the network. 

Clearly each element of independent claim 1 is not expressly or inherently 
described in Boesch . For example, Boesch fails to provide any disclosure that 
may be considered to be anticiparty of receiving, from a biller, a legally binding 
commitment to pay the amount of an invoice that is directly authorized by the 
payer to the intermediary, if the payer does not pay the amount of the invoice to 
the intermediary. 

Summary 

The Applicants contend that the references identified in the ISR fail to 
support a novelty rejection against independent claim 1, as none of these 
references teach each element (e.g., the limitation of receiving from the biller a 
legally binding commitment) of independent claim 1. 
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The Applicants further contend that the references identified in the ISR 
fail to support an obviousness rejection against claim 1 for at least the reason that 
the references, individually or in combination, neither teach nor suggest all the 
claim limitations or elements (e.g., the limitation of receiving from the biller a 
legally binding commitment) of independent claim 1. 

The Applicants respectfully submit that claim 1 is thus allowable as being 
both novel and non-obvious in light of the references cited in the ISR. 

The above comments and remarks are furthermore applicable to a 
consideration of the allowability of independent claim 12 of the present 
application, which includes limitations corresponding substantially to those of 
claims 1. Accordingly, the Examiner is requested to consider the above remarks 
when examining independent claim 12 for allowability. 

The Applicants consider all claims of the present application to be in a 
condition for allowance, which is earnestly solicited. 

If, in the opinion of the Examiner, a telephone conference would in any 
way assist to expedite the allowance of the present application, the Examiner is 
invited to call the undersigned attorney at (408) 947-8200 ext. 204. 

Authorization is hereby given to charge our account no. 02-2666 for any 
charges that may be due. 

Respectfully submitted, 

Dated: Q°t j /Zf lOOl 

12400 Wilshire Blvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 
(408) 947-8280 (facsimile) 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 




Reg. No.: 48,095 
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1 . [ ] The Commissioner is hereby authorized to charge indicated fees and credit 
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